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Kong when h liccnsitd King Kong in agfct- 
menis with Colero* Atari and Ruby-3pears. 
Nintendo argues that it is cmiiied to recover 
the S4.76 million in revenue ihat Universal 
earned from these agreements because, in snb- 
SIai^ce^ Univers;il licensed not King Kong, but 
rather Nintendo's rights lo Donkey Kong. 

To recover on a theory of unjust enrichment 
under New York law, a party must establish 
not only that thei'e was enri<iiment, but that 
the enrichment was at the plaintifTs expense, 
and that the circumstances dictate ;hat. in 
equity and good conscience, the defendant 
should be required to turn over its money to 
the plaintiff, Dolmeila v. UinUt/i National 
Corp.,7 \2FM 15, 20 (2d Cir. ms); see aim 
McCrath V. Hildmg, 41 N.Y.2d 625, 629 394 
N.Y.S.2d 603. 606 (1977). A circuit court's 
review of an unjust enrichment determination 
is limited. **The granting of equitable rcHef 
Ues within the sound discretion of ihc trial 
court, so long as that discretion is exercised in 
accordance with the applicable established 
precedents/* Indvk v. ffabib Bank Limiud, 
694 F.Zri 54, 57 (2d Ctr. I9ft2). 

Nintendo sold its rights in Donkey Kong to 
Colcco* Atari and Ruby-Spears when it en- 
tered into license agreements with these three 
companies. Thus, on the face of the transac- 
tions involved in this case, Universal did not 
obtain money that was owed to Nintendo. 

This is not to say that Universal acted 
properly when ii entered into these three li- 
cense aRrccmcnis*. Any injustice harmed not 
Nintendo, however, but the three tK>m panics 
that paid Universal. Equity requires, there- 
fore, that if Universal must disgorge its profits, 
the money should be paid to these companics- 
Ctjlecu has already sued Universal to recover 
the revenues it paid. Coleco industries. Inc. v. 
L'niversai City .'itudio.v, Inc., 84 Civ. 2596 
(S.O.N.Y. filed April 12, 1084). That case, not 
this one, represents the proper means to deter- 
mine the propriety of Univcrsal's tT>nduct. 

The judgment of the district court is 
•jilirmed. 



Court of Appeals, Federal Circuit 

Baus<h & Lomb. Im:. v. Rarncs- 
Hind. Hydnuurvc, Inc. 

So. J>3'2?78 
Deuded July M. |<J86 

PATENTS 

1. Patentability — invention — In general 
(§51.501) 

I'Vdenil Hisii ii'i auirl crn-d by holding la^icr- 



vicw of court's failure to grant patent its Statu- 
tory presumption of validity, its over- reliance 
upon inventor's alleged opinion as to nnn> 
obviousness, its misuse nf such opinion as 
substitute for determining level of skill of hy- 
pothetical person of ordinary skill, iis use of 
improper hindsight analysis, iw faihirc to con- 
sider prior an reference in its entirely, and its 
erroneous reliance upon irrelevant 
experiments. 

2* Iftfriilgernent Tests of — Comparison 
wUh claim (§39.803) 

Federal district court erred in its findinjj of 
non- infringement of contact lens patcni, stnce 
court, in considering whether accused lenses 
were ^'smooth** like patented tenses, did not 
construe meaning of term "smooth'* by resort- 
ing to specification, but instead distorted pat- 
en t*s claims by assessing smoothness according 
to approach that exceeded level of smoothness 
required in claim. 

Particular patents — CoQtact Lens<S 

4,194,814, Fischer, McCandlcss, and Hager, 
Transparent Ophthalmic Lens Having En- 
graved Surface Indicia, holding of invalidity 
and non -infringement vacated. 



in;irkt'ri ittiuart lens ]i;iirnt in be invalid, in ihc- Ijnucd Suitrs Distrin < ■.oun for ilit* > 



Aopcal from District Court for ihc North- 
cm Uistria of California, Aguilar, J.; 236 
USPQ 780. 

Action by Bausch & Lomb, Inc., against 
Barnes-Hind/HydnKurvc, Inc., and Barnes- 
Hind International, Inc., for patent infringe- 
ment. in which defendants counKrclaim for 
declaration or patent invalidity and npn-in- 
fringement. From judj^mcni for defendants, 
pliiintitf appeals. Vacated and remanded. 

Laurence H. Pretty, and Pretty, Schrceder. 
Bfueggemann & Clark, both of Los Ange- 
les, Calif. (Craig S. Sunimcrs, Bernard 0 
Rogdin, and Howard S, Rohhins, all of 
Ro<*hcsicr. N.Y., on the brirO for appellani. 

John M. Calimafdc, and Flope;nod, Cali- 
mafde, KaliL Blaustcin 8c Judlowc. both of 
New York. N,Y. (Eugene J. K;dil. Dcnni* 
J. Moi^doHiio, and Oilbert W. Rudman. all 
of Tuckahor, N.V., on ihc hrief) fo^ 
appellees. 

Before Markry. Cihicf Judijc. rrirdni;irt. Cir- 
tuii JtiHgo, iiod Nichols, Smioi* Circuit 
judge. 

Nichols, Senior Circuit Jud>;C. 
•\pi>ellain Bausrii ^ Loiiil). Inc. lilfd .'■Mil J^* 
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ffr. Disirut <ir CuUfomiH. allcginf; ihai appcl' 
If,. Hanies-J-Jind/Hydrfx'urvc. Inc. and 
{j,i;t'.t N-iJind Internaiinruil, Inc. (htMCinarter 
Bjirni^-Ilind) infringed p;)tcni No. 4. J 9-4 .8 J 4 
pa\rni^ in ihr manufoaorc and sale of its 
la<r:-in.irkrd ccmian Irns. Barnes* Hind dc- 
nirfi infringement and municrclainied lhai ihr 
•f paicnt was invalid, void, and uACnfonch- 
itir . In No. C:-ft3-2028.VRPA Judge Aquilar 
fdi iid ihr pairni invalid for obviousness and 
.prr titled. Wc vacatr and remand. 
Apjxilec BarncR-Hind rcUcd to a largr rx- 
tfi I on dci)t>siii<>n icsiimony which was never 
iiiir Kluffd imo evidence. B«:ausc thi.i icsumo* 
nv «v:i-s not in evidentre, ii would have been 
inipioiTt^r Uw us lo consider ii and. i here fore, 
wi .lid nnv This eliminated inui-h of Barnr_s- 
Mii:d s orpumcnis on appeal. 

\ hiou nn rcciing txjntaci lenses have be- 
ctiDir Th miliar; hard comaci lenses were intro- 
duuMl in the early 19.5Q*s ami soft lenses in 
rr;i Toric eontact lenses, which correct for 
ih'. t vc tvndiiion knc?wn as asilgmaiism, have 
a .'i:T)ilar history of usage: hard lenses from ihc 
c.ifiy l030's and soft fmm the first half of ihe 
IVTO's. Toric lense.<i differ from standard eon- 
um lenses in having a prism base, i.<r. , one edge 
p<:r!ion of the Jens is thicker. Proper prescrip- 
lif.j: and fming of toric lenses on the cornea of 
th? eve requires alignmcni of a centra! lens 
ati* with this prism base. Markings on the 
tontact lens surface greatly facilhate the fining 

Inks and other substances have been used 
s.-n'-r the early 1950's. however, those marking 
pitnredures sufTcr several disadvantages: diffi- 
ciiy of accurate application with possible 
IT.' A disapproval; possibility of dissolution, 
IjtuiTing, and allergic reactions. Mechanical 
mar king, as with a sharp scribing tf>ol or an 
ahiading tool such as a dental bur, is also 
available, but not without its problems: in^c- 
(uiatc and inconsistent positioning of the 
rnark, lens damage, inadcqviatc visibility, and 
(n( cxf;ensc and time involved. 
2- The Potem 

The '814 patent, entitled Transparent Oph- 
il iilrnic Lens having Engraved Surface Indi- 
ti:i discloses an engraved contact lens and 
P vvidrs a method of engraving using a source 
''I -lit^h intensity eleciriv-magneiir energy, such 
a-; .1 laser. The mark, not as deep as the lens is 
!»iHk, is (furrounded by a smooth surface of 
tinMibliniaied or unaffened polymer material 
«»:h the result that rdgcJi of ihc markings do 
(1.^ inflame or irritaie (he eyelid of the lens 
\v t .trer 



'llie claims in suit arc I . .1. and 7 C'.|;iim I 
provides: 

An ophthalmic lens adapted to be plated in 
direti contact with r\'e tissue forincd of a 
transparent iToss-Iinkwl jM)h*inrr material, 
said leni bcinc; duiracierized by identifying 
indicia engraved in a .-Jurfaix' ihere<if by 
subjecting Sitid lens to a beam of niriiyiion 
emerging from a laser havinj; an inicnsiiy 
and wavclenRih at least suni'ciriii lo subli- 
mate said polymer and form depressions in 
said lens surface to a depth less than the 
thickness of .wid lens, said irns having a 
smooth surface of unsublim.urd fwlymer 
material surrounding said drpresJ^ions, and 
by varying in a prrdrlr.rminrd mitnncr the 
poitii at which said laser beam intpingcs 
upon said Icns surfaces to engrave s;iid iden- 
tifying indicia in said lens surface. 
Claim 2 depends from claim 1 with the limlia- 
lion that the lens is fonncd by a cross-linked 
hydrophiljc (water loving) polymer. Claim 7, a 
product claim, is similar to r lAim I btJt dcrines 
the depres-sions a.«; relieved zones. 
3. The Dhpiilc 
In February 1 976. Mr. Donald Hager, then 
prod urt ion manager at the Mil ton Roy Com- 
pany , a manufacturer of soft contact lenses 
which was purchased by appellant Bauscb & 
bomb in 1979, sent to Carco. Inc., o distribu- 
tor of laser equipment, six soft contact lenses 
for laser marking. At least two lenses were 
Successfully marked. Around September 1976, 
Ur. David Fisher and Mr. James A. McCand- 
)css, also of Milton Roy Company, met with 
Mr. Hager to debrief him on the work. Soon 
thereafter, Mr. Hagcr resigned. 

Dr Fisher and Mr. M.cCandlcss continued 
to work on the lens-marking system, and in 
Kovcmbcr 1977 ftled an application for the 
patent in suit, listing themselves and Mr. 
Hager as inventors, Mr, Hager declined to 
execute the patent application, being at that 
time the employee of another lens manufactur- 
ing company, Sauflon International, Inc- and 
saying that ne had not ** invented anything in 
connection with laser marking of contact lens.'* 
He further said that he could not execute 
documents, under oath or otherwise, that rep- 
resent the contrary. The patent and Trade- 
mark OHice (PTO) initially, and on a second 
occasion, rejected all the claims as obvious over 
two prior art DS. patents to Brucker (No. 
3,833,786) (teaching the use of a laser to 
fenestrate, i.e., make holes, in contact lens lo 
allow circulation of Huid through the lens) and 
10 Caddell (No. 3,549,735) (disclosing the use 
of a laser to remove plastir from the surface of 
a printing plate lo form a pattern). The PTO 
latrr issued the patent in 1980 as lintiied to a 
transparent cross-linked polymer having a 
smooth surface around ihe mark. Mr. Hager 
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did Mgn as inventor in 1982. Meanwhile, 
Milton Roy commenced manufaciurc anri 
mnrkning of iascf -marked sofi coataci lenses 
in 1978- * 

Knmrs-Hind's ^iretlcvussor, ConiinuOuj 
Curve, Inc., inirodutrd uiitlcr the irademark 
HYOROCURVE a line of soft toric lenses 
;i round 1975-76 that were marked with an 
indentation by a bur. In 1981, Bamcs-Hind 
offered a soft tijric Icni marked by a laser. 

Bausch & bomb filed suit, contending that 
certain las^r- marked conua lenses manufac- 
tured and sold by Barnes-Hind infringe claims 
1, 2, and 7 of ihc '814 patent. Bamcs-Hind 
denied infringement and oounterclaimcd that 
the patent was invalid, void, and unenforcea- 
ble. The parties narrowed the issue of in- 
fringement to whether the marks on the HY- 
DROCXjRVE lenses are surrounded by a 
smooth surface of unsubliniaied polymer ma- 
terial with respect to claims I and 2 or a 
smooth and unalfecied surface for claim 7, 
4. I he District Court PrtKeedings 
The district court determined that Barnes- 
Wind "pmved by clear and convincing evi- 
dence that the patent in liuit (4,194,814) and 
each of its claims is invalid and therefore 
void.'* Ii concluded that the difTcrenccs be- 
tween the clainis and the prior art would have 
been obvious, finding th:it *^ihe fact that the 
claimed subject matter of ihc patent in suit was 
obvious t{) Mi-. Hager is most indicative of the 
obviousness of the inveniion," and that "Dr. 
Brucker's experiments in laser marking con- 
tact lenses arc further evidence in support of 
this court*s finding of obviousness.'* The court 
further concluded that scanning electron mi- 
croscopt! (S£M) photographs, showing "that 
the surface of these lenses surrounding the 
laser mark arc not 'smooth and unsublimatcd' 
or 'unafTecled' as those terms were defined by 
plaintiff [appfcUant) during the processing of 
the patent in suit," demonstrated lack of in- 
fringement in any cas*?. Bausch & Lomb 
appealed. 

Ophiion 

'I'hc iiid!E;mcnt is premised on several legal 
errors' (1) disrr^:ird of the presumpticm of 
validity established by U-S-C § 282; (2) 
:it)senci: of the factual findings on the four 
inquiries mandated by Crnham v. John Deere 
Ok. 383 U.S. 1. 17, 148 USPQ 459. 467 
(l<)(>6); and (3) improper claim construction 
leading to the conclusion of mtninfringement. 
Wc vacLUC the (.-rjun's Ofnnlitn and rcm,-ind for 
.1 drierminaliun consistent with this opinion. 
1. PresitinpfiuTt of \'alxtht\ 
A pateni shall be preiunicd valid, and each 
rl.nin shall be pvCsmiicd valid independently nf 



the validity of other claims. 35 I'.S.C. § 282. 
Thr burden is on the party asserting invalidity 
to prove it with facts supported by rlenr ann 
convincing evidence. Uiciite Corp. v. L Itrnsecl 
Ltd., 781 F.2d 861, 872, 228 L'SPQ 90, 9? 
(fed. Clr. 1985); Jones a //arrfv, 727 F.2d 
1524, 220 USPQ 1021 (Fed. Cir' 1984). 

The record contains no reference to this 
statutory presumption of validity, nor does it 
appear that the district ooun wmsidcrcd sepa- 
rately the validity of the three claims at issue. 
By merely holding that '*defcndanis have 
proved by dear and convincing evidence that 
the patent in Suit (4,l94»8l4) and each of its 
claims is invalid and therefore void," the dis- 
trict court improperly denied the '814 patent 
its statutory presumption of validity as to each 
claim. 

The district court thought the examiner had 
been misled. Barnes-Hind argued and argues 
here that Bausch & Lomb (or rather its later 
acquired company Milton Roy) misled the 
examiner during prosecution, .^ppe!lees assert 
that *Hf the examiner had l^tcn correctly and 
forthrightly informed of Hagcr's and 
McCandlcss' opinions, the chemistry of the 
Brucker lens, and the leaching of the Caddell 
patent, he would not have issued the patent," 
The record » however, docs not support this 
assertion. 

The examiner did know of Hagcr's tempo- 
rary refusal to execute the application during 
prosecution and, as discu.g.'ird more fully i>i/r«> 
a dete.T-miiiaiion of nonobviousncss is based, 
inti?r alia, on the opinion of a hypothetical 
person of ordinary skill in the art. not on the 
inventors' opinion. The weight lo be attached 
to riager*s refusal cannot be exaggerated as 
the court below has done without clear error in 
view of Hager's self interest as an employee of 
a competitor and his later change of position. 
Instances of inventors refusing even to cooper- 
ate in ohtaininj; issuance of a patent to be 
owned by an assignee arc common uud ma- 
chinery is pmvidcd in 37 C.F.R. § 1 -47 to deal 
with ihcm. Section 1.47 provides that cither :i 
joint inventor or a proper assignee may fdc the 
application without ibe consent or signature of 
the inventor, just so the oath or HcclarHiion is 
.icmmpanied by a petition including pn)of '>f 
pertinent faos. It is clear, therefore, thai ihe 
PTO docs not allow the inventor lo erect that 
type of obstacle to obtaining patent protectinn. 
Such forethought is necessa'ry, as Olhcrwi.^ an 
inventor's r.hanged self interest mtij^ht nullify •'^ 
proper assignment. The district rt>urt*s hcavv 
rftliance on Nfr. Hager*s assertions, if (K^rsisted 
in, would allow n co-inveiitor another vhitnce 
ai sahotat^e if the (ii-st elfort iuu failed. 

Finally, the cxaiTiiner. whit wlih the* dcff"- 
cnrc we owr jjovr.nmirnial olIiciiil> we aflsv'""* 
h;K S(>inc expertise, in iiurrpretinu ihf rcfe*"- 
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l;(niili{il'iiy W'llh the Ic'vt't n)' 

^Lili iP <'»<' Aittri'mitt I/tmt & Dfrnck (-o, 
: v; ./ .V.UM. //].., 72.S F-2ii LVSO, 13.v;. 
'-•^ t \SPQ '03. T7<i (Fed- C:ir.). cvr/. //r;i/iv/. 

_ \ :> , lOS S.tU. 9'r>, ?,24 I iSVQ S2() 

Hift li:4U' ihi: Bruikcf and CUiddrU 
lirlmv him. Uarncs-Mimrs "nu.<lc;id- 
:*\jr>»»iin-r" rontrniitin is insuHtricnily 
Ki,(.].ii:nii Ut nvrri'(»mr tlic j>resuini>ltnn of 

\s. ;i ftn.il m:it(er, wC i^t^^rnizc. as ihi: 
rtmn did uou tin" when the prior uri 
iu;< itic tt>on is ihtt !w*iiic as ilt;il Vicforc thr. 
p 1"' ). thr Uifdcrt on ihft p^riy :i!:scrun|; inva- 
is niufX dtHKiul! to mccl. /4'n<'iiV<t« 
//.*..../ 72.=S i-.2d ai 1350, 220 USPQai 770. 

( »1 viousnrss under 35 U.S.C- § 103 is a 
ction (if law hasrd on the: underlying facti;- 
.1- inquiries forth in Graham a. John Dvr>*: 
(\. ^R.-i r.S. 1, 17, 148 USPQ 459/ 467 
[.'•)')(^): (1) the sa)p€ and c-onicnt of ihr prior 
11 r;. f2) ihc diffcrcnct? between the prior an 
j; ( thr dainis at issue; (3) ibc level of ordinary 
siiii! in ihr art; and (4) objcaivc cvidrnce of 
s<'f i»rtar\' tfinsidrrations. Sea, c.^., I/Kliu^ 
1\:M ai 872, 22$ USPQ at 97--<38, 
Tht* !ML::tc touri further siwied: 
In patent cascs. the need for express Gra- 
:./,») findings lakes on an especially signih- 

■ roW because of an occasional icndcnf.:y 
.if diMrici couns lo depart from the Graham 
t:^l, and from the statutory standard of 

■ )hvi(vusness thai it helps determine, to the 
cmpting but forbidden 2onc of hindsight. 
Tfius we musi be convinced from the opin* 
icn that the disirici court actually applied 
Cit'okam and mt^ist btt presented wim enough 
cxprei^s and necessarily implied findingi: to 
;cr.ow thr basis of the trial counts opinion. 
. ::28 USPQ at 98. 

Hcic, as in LoclUe and in Jones, wc ait not 
i<'nvinced lhai the district coun applied the 
i'.-tJwm findings. Instead, it found Mr. 
1 1 .liter's opinion that the subject mauer was 
("l.vious "most indicative of the obviousncs:* of 
'^10 inv ention." This was legal error. 

I nlike the disirici court, we have the benefit 
oi Ihc very clear cjcposiiion of the law in 
'i.'indurd Oil Co. V. American Cyanamid Co., 
'•"t-. F.2d 448. 434, 227 USPQ 293, 297-98 
I Vri. Cir. 1983): 
Thr issue of obviousness is deifcimincd en» 
lirriy with rcferener to a hyfxHhelicat "per- 
having ordinary skill in the an." h is 
i.nlv iharhypotheiical person who is pre- 
sumed 10 l>e aware of at] the pertinent an. 
I he :)nu:il inventor's skill is irrelevant 10 
•lilv ini^uirv. and this is for a ver>* import ant 
ic;iMHi. The statutory emphasis is on 3 ^xn- 
MHi of *irdiiiary skill. Inveniors., as a cl-xss, 
.Kiordlna to the c<mceptR underh-inji the 



ConMiuition and the .statiiies thai huve ne- 
.11 ed the piiieni system, poswes.^ something — 
r-ill it what you will — which set? ihe-rti 
.ip.Tr I from the workers of ,'tt/innry skill, 
and one should not ijo alniut determining 
obviousness under ^ 103 hy inQuirint; into 
what /iflft 'iffo (i.e.. invrnlt»rs) would havr 
kiuov-n or Uduiri likely havt done, faced 
with the revelation i>f rrfrrmrcs. [Emphasis 
in original.) 

11] In this regard then, ihc d)5lrict court 
erred i\\ least lhr« tim«^i: ii relied too heavily 
on the allcced opinion of one wh<» was an 
inventor anfl patcmce, and mi.sused that opin- 
ion as a substitute for dciermining the level of 
skill of the hypothetical tie.rstm of ordinary 
skill and what that person would have Ixren 
able to do when in (xissesslun of the prior art, [ 
the scope and eontcnis of which the eoun 
.•;houId also have determined. 

The coun also en£;atjed in improper hind- 
sight analysis to cnndudc the '814 patent 
would have been obvious. The court essential' 
ly adopted Bames-Hind*s argument that "the 
wnocpl of forming ridgeless depressions hav- 
ing smtxHh rounded edges u.sing a laser beam 
to vajwrize the material is cxpUdLly disclosed 
in the Caddell patent. 77it.v is exactly Lhc same 
process claimed in thtf paUy\t-in-stiii and prac- 
lived by llie plaintiJJ/' 

BarneS'H ind selected a single line out of the 
Caddcll specif ieation to Support the above as- 
sertion; "one way in which this [forming ridge- 
Icss depressions) can be achieved is' to use a 
laser with high enough intrnsily to vaporize 
the plate material without melting »;." Col. 5, 
lines 53-54, This statement, howCvcr, was 
improperly taken out of coniexu As the former 
Court of Customs and Patent A^ppcals held: 
It is impermissible within the framework of 
se.ditm 103 to pick ai^d choose from any one 
reference only so much of it as will support a 
given position to the exclusion of other parts 
necessary lo the full appreciation of whai 
sudi reference fairly suggests to one skilled 
in the an. 

In TV Wessloiiy 353 F.2d 238, 241, 147 USPQ 
391 , 393 (CCPA 1965); see also fn re Mercer, 
5)5F.2d 1161, 1165-66, 185 USPQ 774,778 
(CCPA 1975). 

A full appreciation of Caddell's statement 
requires consideration of \he immediately fol» 
lowing fwtntenccs in the same paragraph and 
the paragraph after that* Viewed in that con- 
text, il is apparent that Caddeirs ideal prim- 
ing plate would have no ridges around the 
depression. The use of a high intensity laser is 
offered as a possible means to achieve the goal 
but is limited by several disadvantages. To 
oveii:ome these disadvantages, Caddell su^- 
ge.si5 the use of a special class of pfilymrr that 
forms ridge) ess de press ion v. A «)mplcic read- 
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ii^g demunsti-dttrs quite dearly that Caddell is 
scuint^ up u strawman nnd pointing out its 
di3;*d vantages to highlight the advantage^ of 
CadUcirs invention, that sprcial dASS Otpoly- 
mcrs. The district crturt improperly viewed an 
Isolated line in Caddcil in light of the teaching 
of the '81 4- patent to hold for obviousnrss. This 
is improper hindsight an.ilysis- 

The disiria court also failed to consider the 
CaddcU reference in its entirety and thereby 
ignored those portions of the reference that 
argued against ohviousncss. W. L. Cure & 
Associates, Inc. v. Garlock, Inc., 721 F.2d 
1540, 1550, 220 USPQ 303, 311 (Fed. Cir. 

1983), cerL denied U.S , 105 S. Ct. 

172 (1984). Caddell compared the ridge for- 
mation of his special class of polymers against, 
inter aiiu^ Luciie, a copolymer composed of 
ethyl acrylani with methylmethacrylatc — 
very similar to the chemical referred to in the 
'814 patent — and found that only his special 
class formed depressions without ridges. Thus, 
Caddell aciiially taught away from laser cicIa- 
ing of soft contact lenses- 

As further evidence of obviousness, the dis- 
trict c-uuit relied on Dr Bruckcr's cjtperimcnts 
in User marking contact lenses. This loo was 
error, In this case clearly erroneous factual 
error. The record docs not support, indeed it 
contradicts, the supposition thai Ur. Bruckcr 
had engaged in laser marking of soft tontaiit 
lenses ai ihc limc of the present invention. On 
page 38b of the Apt>eiidix, in reply to Mr. 
Calimafdc*s question "when did Coniinutms 
Curve begin U) exjMtriment with laser marking 
of soft contact lenses?", Dr. Brucker replied ''1 
believe it was in '70 — '80, somewhere in 
thai area." The filing d;ite of the '814 patent 
was November 10. 1977. Bruckcr's 3,833,786 
patent for a method of fenestratinj^ (putting 
windows in) contact lenses applies according 
10 its claims to such lens<rs, both soft and hard. 
However, the remrd fcHcas thai the nerd for 
sut h fenrtitr:uion was as a mode of escape tor 
Muid iKTumulaiing between the lens and lliC 
eye. Such a need does not rxi.st respecting the 
soft lenses, the principal subject of the claims 
in suit, of which Claim 2 is expressly limited lo 
soft ienyes. They, beinjj hydrophilii-, absorb 
the fluid. 

In Sum. ihr disirirt court improperly deter- 
mined thr 'ftU patent was obvious: it failed to 
make ihe Ciriiham inquiries, it improperly 
focused on wiiat was oh\iou.s to the inventor, it 
engaged in hindsight analysis, and it rongid- 
t:red evidence thai wa> not prior art, This 
ctiuri. .IS ,\n ap(X:il;ne court, may not make the 
rcfjitucd Ciraliain f;i(iii.il (indintis. and rniiM 
thrrcfiMV ivitiand that determination (o thr 
rttstrii-1 nmrt. The district voun shouhi not 
it/ftorc the (our-p.»rt aitaly>is the authorities 



a. The scope and conUnt nf firior an 
To dctennine whether a reference is within 
the scope iuid content of the prior an, first 
determine if the rcfca'ncx is within the Itdd of 
the inventor'$ endeavor. If it is not, then ne:<i 
consider whether the reference is i ea.sonably 
pertinent to the particular problem with which 
the inventor was involved. In re Richard vV/. 
OtfjmrijAr',230USPQ3l3,315. No. 85-220?, 
slip op. at 9 (Fed. Cir. July ft. 1986); Stratu- 
flex. Inc. V. Afrmquip Corp., 7l3 F.2d 1530, 
1535, 218 USPQ 871, 876 (Fed. Cir. 1983). 
Orthopedic Equipment Co., I tic v- Uriited 
S'taie.K, 702 F.2d 1005, 1008-11, 2l7 USPQ 
193, 196-97 {Fed. Cir. 1983) focused on the 
claims in suit, the art the PTO applied to the 
claims, and the nature of the problem con- 
fronting the inventor. Further, the art must 
have existed as of the date of invention, pre* 
sumed U) he the filing date of the application 
uniil an earlier date is proved. 

b- f he differences betwi-en the claimtid 
invention and the prior art 
The court must view the claimed invention 
as a whole. See, e,g., Jones, 12 / F.2d at 1527- 
28. 220 USPQ al 1024. We add, as a caution- 
ary note, that the district conn appeared to 
difitill thr invention down to a ''gist' or '*core," 
a superficial mode of analysis that disregards 
elements of the whole. It disregarded express 
claim limitations that the product t>e an oph- 
thalmic lens formed of a tmnspurcnt. cross- 
linked fxdymer and that the laser marks be 
.surrounded bv a smot)th surface of imsubli- 
mated polymcj-. Sep aim, /UWV Ut}<p'nol Sys- 
tems, /nr. V. Montefifjr'e hfospMat. 732 F.2d 
1572. 221 USPQ 029 (Fed. C;ir. 1984). 
C /.^l*eJ t>/ Ordinary ykif! in (hi^ nri 
In Entnnmmenlal Difsifr.s. Ijd, V. Union 
Oil Co., 713 F.2d 093, 697, 218 LiSPQ 863. 
868-69 (Fed. Cir. 1983), .v?/. dnu't-d. 464 
U..S. 1043 (1984), the court listrd .-^ix factors 
relevant to a detcrminatii>n of ihc level t)f 
ordinary skill: eriur;t:ional tc^'cl of thr invm- 
lor, tyix" of problems encountered in iht^ art. 
prior an soluilon^:. rapidity <»f iniu»v;iiion. y>- 
phisii canon of icehnoiogy. ;md etiucatlonul 
level (>f ai:tivr workers in the Held. As 
educational level of the invenujr, S'tindfirii 
Oil Co. n. Ami*rican Cyanamid (.'»/.. "^^4 F.2d 
448. 22? U.SPQ 293 (Fed. C\r. m>)\ Ortho- 
pcdic Equipmeni Cu. :■. A/f Orfh-pi^'lir Ap}^^'-' 
am-^sj{)l l'.?,d 1376. l.'J82. 217 L"Sl*Q 12^1. 
128S (Fed. C:ir. 1983) ("Alihou-h the cfluia- 
lional level of the inventor mny \w .t f.K;ar in 
determining the icvrl of ordinin v ^^kiil ii» 
art. il i.s by no means iiin* lu.>;ivc."^. 

d. O/'/iViU'C ;ndix-in ■»/ f»/>r i'' • 
.•^itch "yccfHitiar^* ('on»;idrrati*tii<. whm 
p^'e^'ni. tnust alwacs ite <x>n.Mfiered. >tr:nollcSv 
71.^ l\2d at \^^H, .>.1H l:S|'0 .ti -"*>• 
/(/v.- Ciilyr b'J.raru /s. It- ( i* •-^V-'-/'*- 
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/.... ?.ri 1015. 102<>-28.22<.USl»Q88l. 

-i-Vd. CVir. 1<J8S). Siirh evidence in- 
,|vifl«- ■(•niinemDl sun-cirt, long fell buj unrr- 
M.!vr: r.r*-<l.v and failtrd aiirmpis. Pcrkin- 
"i /,;,. - rnj/i. ?*. Comf'uf^rt'ixhn Of/).. 752 
I <t>;. m- 221 USPQ 66<>. 67r> (Fed. 

r J . .-W. r/r,H.-,y U.S. 103 S-Ci. 

,«7. ! '.i^l^SPQ 702(1 W). 

\V r -.hall v:u;Uv the trial courrs opinion and 
H'lHitivi Tor an obviousness dcirrmiimlion con- 

.Mjtlfi < ihiS opinion. 

ri). ;iariitr¥ narrowed ihc infringcmcni is- 
MK- lit: I rial lo \hc question whether the sur- 
;:ur * :* Uiirnrs-Hind knscs surrounding \he 
.a.-sp: n-irk is "smooih and unsublimstftd" or 
••un:*fif fird/* The disirici court cuneludcd thai 
"thr I isci -engraved depressions in liic Surfacr 
o! i: < UYDROCURVE II lenses have been 
Cxa-vnH by (scanning decvron microscope. 
Thru ohoiographs show thai ihc surface of 
xhcvx l<n<eR surrounding ihe laser mark arc 
iioi sipt«>ih and unsubiimaicd' or ^unafTrrtcd' 
as ili"Sf terms were defined by plaintifT during 
liic rji<»secuuun of the paieni in suit." Appel- 
lant Haunch & Lomb argues on appeal thai the 
\r\u 't»un's appn>ach oT assessing smoothness 
n\ \\\* very high levels of magnifir^ition obiain- 
3h!r ■})• a S£M cxcreds ihc level oi'smooibncss 
rcc 3-rVd in ihc clain\s. Wc agrcc 

i'M-oau^e the firsi step in deiermining in- 
frir:i;efnem is claim construction, improper 
dj,.n. ix)tifitruaion can disiori the entire in- 
Irii i cmcnt analysis. Moeller u. Lonetxcs, Inc., 
?.2'' LSFQ^>02, 994, No. 83-2646, slip op- at 
: • iH'd. Cir, June 4, 1985). Such a disionion 
.K M<ned below. 

r.iispulcd issues such as the meaning of the 
icr.T ' smooth,'* should be construed hy reson 
Ko -^irinsic evidence such as the specification, 
nil.i f claims, and ihc pro.secution history, 
i-in c. resort u) the specification clearly demon- 
si: j;es thai ''smooth" meant mat "the edges of 
ihr erasers neither inflame nor irritate the 
e> o.id of the lens wearer * • *. The markings 
pr:>vi(ird on the lens Surface in accordance 
viiiM ihis invention * * * arc not perceived by 
Oi: lens wearer ♦ ♦ The prosecution hisio- 
r\ 'upfXirtS this construtlion. A reading of ihc 
at \/ndnieni and its accompanying remarks 
di i innMratrs thai smooth means the absence of 
■4 nd^c thai "would scratch either the eye or 
lid ;md would lead to infection.'* There is 
n.i irtdic^tion that smooth means absolutely 
r:r!»;r.frrc. (This review of the prosccuiion 
K 'lOfN also leads us to disagree with Barnes- 
l:;nd's fmal argumrnj that the pro5c<:uiion 
h.s'.ory estop*; Bausch & Lomb from asserting 



ordinary skill in the an, smooth would mean 
an abscm-e of *'roughness or sit^nificant eleva- 
tion" so that a wearer *Vould not feel it wiih 
ihr IrvcjUd." Further, there is !r_^timony thai a 
person of ordinary skill in the art would use an 
optical microscope, not an SEM. to gauge the 
relative smooUtncss of an etched contact lens. 

J2l We hold that smooth means smooth 
enough to srTve the inventor's purposes, i.e.. 
not to inflame or irritate the eyelid of the 
wearer or be perceived by liinn at all when m 
piatr,. Accordingly, we vacate the district 
wurt's ctmdusion that the surface of the HY- 
UROCURVE lenses are not smooth or unaf- 
fected, jmd remand for a determination of 
infringement based on the proper construction 
of and proper test for smooih. 



Conclusion 

We vacate the district coxiri*fi deicrminaiiun 
that the '814 patent is invalid and remand for a 
reconsideration of validity in light of the pre- 
sumption of validity and the Graham findings 
on obviousnc<;s. Wc further vacate the decision 
of noninfringemeni and remand for proper 
claim conBlruction and infringement analysis. 

VACATED AND REMANDED 
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COPYRIGHTS 

1. lAfrmgcment — In general (§24.201) 



Allegedly infringing song which was inteiid- 
cd 10 *"poke fun** at copyrighted song, which 
was not used merely as vehicle to achieve 
comedic objective unrelated to copyrighted 
song» which is innocuous in its references and 
not obscene or immoral, which has no cogniza- 

ble economic effect upon copy righted song, and 

ilii.ioucmcm acai"^^^^^^ allegedly ridged HY- which takes no more from copyrighted song 
l)i<C)i:-URVE lens.) Testimony from Or, that what is necessary to reasonably accom- 

/ ^L. .u- c-»j piiyj, purpose as parody jS parody entitled 

to fair use protection. 



M.iiidcll. Bausch & I-omb*s c\\-it'n in the field 
o\ ■.(►ni ici lenses, indicates thai to a person of 
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